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Art Unit: 1644 

DETAILED ACTION 

1. The examiner of this application in the PTO has changed. To 
aid in correlating any papers for this application, all further 
correspondence regarding this application should be directed to 
Amy E. Juedes, Group Art Unit 1644, Technology Center 1600. 

2. Applicant's election with traverse of peptidic agents, in 
the reply filed on 11/13/06 is acknowledged. 

Upon reconsideration, the previous restriction requirements 
are withdrawn. The following is a new requirement for 
restriction. 

3 . Restriction to one of the following inventions is required 
under 35 U.S.C. § 121: 

Claims 2 and 12 link(s) inventions I -IV. The restriction 
requirement among the linked inventions is subject to the 
nonallowance of the linking claim(s) 2 and 12. Upon the 
allowance of the linking claim (s), the restriction requirement 
as to the linked inventions shall be withdrawn and any claim (s) 
depending from or otherwise including all the limitations of 
the allowable linking claim (s) will be entitled to examination 
in the instant application. Applicant (s) are advised that if 
any such claim (s) depending from or including all the 
limitations of the allowable linking claim (s) is/are presented 
in a continuation or divisional application, the claims of the 
continuation or divisional application may be subject to 
provisional statutory and/or nonstatutory double patenting 
rejections over the claims of the instant application. Where a 
restriction requirement is withdrawn, the provisions of 35 
U.S.C. 121 are no longer applicable. In re Ziegler, 44 F.2d 
1211, 1215, 170 USPQ 129, 131-32 (CCPA 1971) . See also MPEP § 
804.01. 

I. Claims 3, 9-10, 13, and 19-20, drawn to a method of 
treating a subject by stimulating an effector T cell function, 
and a method of stimulating effector T cell function, 
comprising administering/contacting with an agent that 
downmodulates expression of a PSG-1, PSG-3, PSG-6, or PSG-9 
gene; classified in Class 514, subclass 44. 

II. Claims 4, 9-10, 14, and 19-20, drawn to a method of 
treating a subject by stimulating an effector T cell function, 
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and a method of stimulating effector T cell function, 
comprising administering/contacting with an agent that 
downmodulates the activity of a PSG-1, PSG-3, PSG-6, or PSG-9 
polypeptide; classified in Class 424, subclass 130.1. 

III. Claims 5, 7-8, 15, and 17-18, drawn to a method of 
treating a subject by inhibiting effector T cell function, and 
a method of inhibiting effector T cell, function, comprising 
administering/contacting with an agent that upmodulates 
expression of a PSG-1, PSG-3, PSG-6, or PSG-9 gene; classified 
in Class 514, subclass 44. 

IV. Claims 6-8, and 16-18, drawn to a method of treating a 
subject by inhibiting an effector T cell function, and a 
method of inhibiting effector T cell function, comprising 
administering/contacting with an agent that upmodulates the 
activity of a PSG-1, PSG-3, PSG-6, or PSG-9 polypeptide; 
classified in Class 514, subclass 2. 

4. Groups I -IV are unrelated methods. Inventions are 
unrelated if it can be shown that they are not disclosed as 
capable of use together and they have different modes of 
operation, different functions, or different effects (MPEP § 
806.04, MPEP § 808.01). In the instant case the different 
inventions are drawn to methods comprising different method 
steps, different reagents, resulting in different endpoints. For 
example, the method of groups I and III require administering an 
agent that modulates gene expression, as opposed to groups II 
and IV, which require administering an agent that modulates 
protein activity. Furthermore, groups I and II require 
administering an agent that downmodulates PSG, and results in 
the stimulation of effector T cells. Said methods require 
different reagents and result in a different endpoint than the 
method of groups III- IV, which require administering an agent 
that upmodulates PSG and results in inhibition of effector T 
cells. 

5. These inventions are distinct for the reasons given above. 
In addition, they have acquired a separate status in the art as 
shown by their recognized divergent subject matter. Further, a 
different field of search would be required based upon the 
various methods employing different reagents and resulting in 
different endpoints. Therefore restriction for examination 
purposes as indicated is proper. 



Application/Control Number: 10/684,206 
Art Unit: 1644 



Page 4 



Species Election 

6. Applicant is required under 35 U.S.C. 121 to elect a single 
disclosed species for prosecution on the merits to which the 
claims shall be restricted if no generic claim is finally held 
to be allowable. 

Applicant is required to: 

elect a specific gene/polypeptide to be modulated, as 
appropriate, from the group consisting of PSG-1, PSG-3, PSG-6, 
PSG-9 (irrespective of the group elected) , 

elect a specific condition to be treated, from the group 
consisting of . transplant , allergic response, and autoimmune 
disease (if groups III-IV are elected) , 

elect a specific condition to be treated from the group 
consisting of infection or tumor (if groups I- II are elected) , 

and indicate which claims read on the elected species, 
including any claims subsequently added. Currently, claims 2-7, 
9, 12-17, and 19 are generic with respect to a condition. 

The species of PSG gene/polypeptide are distinct since they 
are all structurally different (i.e. they comprise unique 
polypeptide or nucleic acid sequences) . Furthermore, the 
conditions' are all distinct since they have different etiologies 
and pathological mechanisms . 

Applicant is advised that a reply to this requirement must 
include an identification of the species that is elected 
consonant with this requirement, and a listing of all claims 
readable thereon, including any claims subsequently added. An 
argument that a claim is allowable or that all claims are 
generic is considered nonresponsive unless accompanied by an 
election. 

Upon the allowance of a generic claim, applicant will be 
entitled to consideration of claims to additional species which, 
depend from or otherwise require all the limitations of an 
allowable generic claim as provided by 37 CFR 1.141. If claims 
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are added after the election, applicant must indicate which are 
readable upon the elected species. MPEP § 809.02(a). 

7. Applicant is advised that the response to this requirement 
to be complete must include an election of the invention to be 
examined even though the requirement be traversed. 

8. Applicant is reminded that upon the cancellation of claims 
to a non-elected invention, the inventorship must be amended in 
compliance with 37 CFR 1.48(b) if one or more of the currently 
named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must 
be accompanied by a request under 37 CFR 1.48(b) and by the fee 
required under 37 CFR 1.17(i). 

9. Any inquiry . concerning this communication or earlier 
communications from the examiner should be directed to Amy E. 
Juedes, Ph.D. whose telephone number is 571-272-4471. The 
examiner can normally be reached on 8am - 5pm,. Monday through 
Friday. 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Christina Chan can be 
reached on 571-272-0841. The fax phone number for the 
organization where this application or proceeding is assigned is 
571-273-8300. 

Information regarding the status of an application may be 
obtained from the Patent Application Information Retrieval 
(PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status 
information fpr unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, 
see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free) . If you would 
like assistance from a USPT0 Customer Service Representative or 
access to the automated information system, call 800-786-9199 
(IN USA OR CANADA) or 571-272-1000. 
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